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Initial Consultation



Intellectual Property



Myth #1: Patents, trademarks, copyrights, aren’t 
they all the same thing?



Patents
Whoever invents or discovers any new and useful
process, machine, manufacture, or composition 
of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to 
the conditions and requirements of this title. 

35 U.S.C. 101 



Trademark

• any word, name, symbol, or device, or any 
combination thereof—

• (1) used by a person, or 
• (2) which a person has a bona fide intention to 

use in commerce and applies to register on the 
principal register established by this chapter, to 
identify and distinguish his or her goods, 
including a unique product, from those 
manufactured or sold by others and to indicate 
the source of the goods, even if that source is 
unknown. 

15 U.S.C. 1127



Copyrights
• original works of authorship fixed in any tangible medium of 

expression;
• literary works;
• musical works, including any accompanying words;
• dramatic works, including any accompanying music;
• pantomimes and choreographic works;
• pictorial, graphic, and sculptural works;
• motion pictures and other audiovisual works;
• sound recordings; and
• architectural works.

17 U.S.C. 102



Clarifying Misconception #1
Patents

≠Trademarks Copyrights



Myth #2:  I can patent anything, can’t I?

Diamond v. Chakrabarty, 447 U.S. 303 (1980) – “anything under 
the sun that is made by man”



Not Patentable Subject Matter

Laws of Nature Natural 
Phenomenon

Principles and 
Abstract Ideas



Laws of Nature
Diagnostics

MAYO COLLABORATIVE SERVICES v. PROMETHEUS LABORATORIES, 
INC., 132 S.Ct. 1289 (2012)

A method of optimizing therapeutic efficacy for treatment of an 
immune-mediated gastrointestinal disorder, comprising:
• (a) administering a drug providing 6-thioguanine to a subject 

having said immune-mediated gastrointestinal disorder; and
• (b) determining the level of 6-thioguanine in said subject having 

said immune-mediated gastrointestinal disorder,
• wherein the level of 6-thioguanine less than about 230 pmol per 

8×108 red blood cells indicates a need to increase the amount of 
said drug subsequently administered to said subject and

• wherein the level of 6-thioguanine greater than about 400 pmol
per 8×108 red blood cells indicates a need to decrease the 
amount of said drug subsequently administered to said subject.



“do the patent claims add enough to their 
statements of the correlations to allow the 
processes they describe to qualify as patent-
eligible processes that apply natural laws? We 
believe that the answer to this question is no.”

MAYO COLLABORATIVE SERVICES v. PROMETHEUS LABORATORIES, 
INC., 132 S.Ct. 1289 (2012)

Laws of Nature
Diagnostics



Natural Phenomenon

“Myriad discovered the precise location and sequence of what are now known as 
the BRCA1 and BRCA2 genes. Mutations in these genes can dramatically 
increase an individual's risk of developing breast and ovarian cancer.”

Association for Molecular Pathology v. Myriad, 133 S.Ct. 2107, 2117 (2013).

“Myriad did not create anything. To be sure, it found an important and useful 
gene, but separating that gene from its surrounding genetic material is not an act 
of invention.”



Abstract Ideas
Computer-Implemented Technologies

“the claims at issue amount to "nothing significantly 
more" than an instruction to apply the abstract idea 
of intermediated settlement using some unspecified, 
generic computer.”

“Thus, if a patent's recitation of a computer 
amounts to a mere instruction to "implemen[t]" 
an abstract idea "on ... a computer," Mayo, supra,
at ___, 132 S.Ct., at 1301, that addition cannot 
impart patent eligibility.”

Alice Corp. Pty. Ltd. v. CLS Bank Intern., 134 S.Ct. 2347 (2014)

https://scholar.google.com/scholar_case?case=505607866460473908&q=alice+corp+pty+ltd+v+cls+bank+intern&hl=en&as_sdt=2006


• 35 U.S.C. 101 – Patent Eligible Subject Matter
– Diagnostics

• More than just correlation
– Mayo Collaborative Services v. Prometheus Laboratories, Inc., 132 

S.Ct. 1289 (2012)
– Naturally-occurring substances

• Make sure it doesn’t exist as claimed in nature
– Association for Molecular Pathology v. Myriad Genetics, Inc., 133 

S.Ct. 2107 (2013).
– Computer-Implemented Technology

• Don’t Just add computer.
– Alice Corp. Pty. Ltd. V. CLS Bank International, 134 S.Ct. 2347 

2014)

Dispelling Myth #2:  No, you cannot patent 
anything.



Myth #3: There’s Nothing Like it on the 
Market, Can I Get a Patent?



35 U.S.C. 102 - NOVELTY



Dispelling Myth #3:  Just because you don’t know about it 
doesn’t mean it doesn’t exist; consider conducting a search.

How do I conduct a search?
– http://patft.uspto.gov/netahtml/PTO/index.html

• Free
• Not so easy to use
• Need to have an idea of what your looking for

– https://patents.google.com/
• Free
• Easy to use
• Need to have an idea of what your looking for

– Commission a professional search
• Costs $$
• Professionals will look for you

http://patft.uspto.gov/netahtml/PTO/index.html
https://patents.google.com/


35 U.S.C. 103 - OBVIOUSNESS



Melding Soap Bar



Prior Art



35 U.S.C. 103 - Obviousness



Dispelling Myth #4:  Being different is not 
enough, the difference has to be non-obvious.



Myth # 5: Everybody Loves My Idea, 
Can I Get a Patent Now?

• Tested it on your friends and family
• Took it to a tradeshow
• Sold it on the Internet
• Published in a journal article
• Gave a presentation at a conference
• Public disclosure



Dispelling Myth #5:  You can still file a patent 
application after public disclosure if within 1 year.



Writing the Application



Writing the Application



Myth # 6: I Don’t Have to Tell You 
Everything About my Invention, Do I?

• Process Claims
– Method of manufacturing a product

• Computer Implemented Technology
– Unique algorithms

• Inventions in which the inventive concept (the 
secret sauce) is not readily discernable by 
looking at the product.



Dispelling Myth #6:  Yes, it’s generally best 
to disclose all details of your invention.

• If you are purposely holding back information, 
you should consider trade secret protection.
– Is the inventive concept extremely difficult to reverse 

engineer?
– Establish Trade Secret Protection Program

• If you don’t know the details requested, ask 
somebody on your team who does (typical with 
computer-implemented technology)

• New information cannot be added after the 
patent application is filed.



Prosecuting the Application



Search and Examination



Myth # 7: The Prior Art Requires [X], 
we don’t need that.



Dispelling Myth #7: Always frame your distinction 
“We claim [X], the prior art does not have [X].”  



Myth # 8: We have [X], the prior art 
does not. 

• 1. A device, 
comprising:
– an elongated 

member 
– having two ends; and
– a slot at one end.



Dispelling Myth #7: Always frame your distinction 
“We claim [X], the prior art does not have [X].”  



Dispelling Myth # 8:  Features relied upon to 
distinguish over the prior art must be claimed. 

• Was it claimed?
• Was it disclosed in the written description?
• Was it shown in the drawings?
• This is why it’s important to disclose details of 

your invention.  (Remember Myth #6)
– You never know what you may have to rely on to 

get a patent.



Patent Granted



Myth # 9: Now that I Got a Patent, I’m 
Safe, Right?



Dispelling Myth #9:  A patent is a sword, it is not 
a shield against allegations of infringement.



Myth # 10: There’s a company in China 
infringing my U.S. Patent, let’s stop it.



Dispelling Myth #10:  Patents are jurisdictional; need a 
patent in each country you want to enforce in.  

• You can stop the importation of your patented 
invention into the U.S.

• Otherwise, you need foreign patents to stop 
the manufacture and sales in foreign 
countries.

• Consider the Patent Cooperation Treaty (PCT) 
application.



Summary of Common, But Not 
Comprehensive, Patent Myths Dispelled

1. Seek early consultation with an IP Attorney when you come up with a great idea 
to identify available IP rights.

2. Consider whether your invention is eligible subject matter for a patent.
3. Consider conducting a search (e.g., google patents).
4. Consider whether your invention is a non-obvious improvement over the prior 

art.
5. Consider filing a patent application before public disclosure; otherwise, file 

within 1 year of any public disclosure your invention?
6. Disclose details of your invention, or consider trade secret protection.
7. Frame differences over prior art as “My invention has feature [X], the prior art 

does not.”
8. Feature [X] must be claimed (ant therefore described or shown in the drawings) 

in order to rely on to overcome prior art rejection.
9. A patent is a sword, not a shield.
10. U.S. Patents can only be enforced in the U.S.; therefore, consider foreign 

protection.
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Contact

C. Wook Pak, J.D., Ph.D.

Digging DEAPTM to Defend, Enforce, Advise, and Protect 
Intellectual Property Rights

Cislo & Thomas LLP
12100 Wilshire Blvd., Suite 1700

Los Angeles, CA 90025
Tel: (310) 979-9190
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http://www.cislo.com
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