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Initial Consultation




Intellectual Property




Myth #1: Patents, trademarks, copyrights, aren’t
they all the same thing?
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Patents

Whoever invents or discovers any new and useful
process, machine, manufacture, or composition
of matter, or any new and useful improvement
thereof, may obtain a patent therefor, subject to
the conditions and requirements of this title.

35 U.S.C. 101



Trademark

* any word, name, symbol, or devi
combination thereof—

e (1) used by a person, or

* (2) which a person has a bona fide intention to
use in commerce and applies to register on the
principal register established by this chapter, to
identify and distinguish his or her goods,
including a unique product, from those
manufactured or sold by others and to indicate
the source of the goods, even if that source is
unknown.

®

15 U.S.C. 1127
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Clarifying Misconception #1
Patents

Trademarks - Copyrights



Myth #2: | can patent anything, can’t I?

Diamond v. Chakrabarty, 447 U.S. 303 (1980) — “anything under
the sun that is made by man”




Not Patentable Subject Matter

Natural Principles and
Phenomenon  Apstract Ideas




Laws of Nature
Diagnostics

A method of optimizing therapeutic efficacy for treatment of an

immune-mediated gastrointestinal disorder, comprising:

e (a) administering a drug providing 6-thioguanine to a subject
having said immune-mediated gastrointestinal disorder; and

* (b) determining the level of 6-thioguanine in said subject having
said immune-mediated gastrointestinal disorder,

* wherein the level of 6-thioguanine less than about 230 pmol per
8x108 red blood cells indicates a need to increase the amount of
said drug subsequently administered to said subject and

* wherein the level of 6-thioguanine greater than about 400 pmol
per 8x108 red blood cells indicates a need to decrease the
amount of said drug subsequently administered to said subject.

MAYO COLLABORATIVE SERVICES v. PROMETHEUS LABORATORIES,
INC., 132 S.Ct. 1289 (2012)



Laws of Nature
Diagnostics

“do the patent claims add enough to their
statements of the correlations to allow the
processes they describe to qualify as patent-
eligible processes that apply natural laws? We
believe that the answer to this question is no.’

4

MAYO COLLABORATIVE SERVICES v. PROMETHEUS LABORATORIES,
INC., 132 S.Ct. 1289 (2012)



Natural Phenomenon

A
{BRCA Gene 2

“BRCA Gene I |

THI MR

Chromosome 17 Chromosome 13

“Myriad discovered the precise location and sequence of what are now known as
the BRCA1 and BRCA2 genes. Mutations in these genes can dramatically
increase an individual's risk of developing breast and ovarian cancer.”

“Myriad did not create anything. To be sure, it found an important and useful

gene, but separating that gene from its surrounding genetic material is not an act
of invention.”

Association for Molecular Pathology v. Myriad, 133 S.Ct. 2107, 2117 (2013).



Abstract Ideas

Computer-Implemented Technologies

“Thus, if a patent's recitation of a computer
amounts to a mere instruction to "implemen[t]"
an abstract idea "on ... a computer," Mayo, supra,
at , 132 S.Ct., at 1301, that addition cannot
impart patent eligibility.”

“the claims at issue amount to "nothing significantly
more" than an instruction to apply the abstract idea

of intermediated settlement using some unspecified,
generic computer.”

Alice Corp. Pty. Ltd. v. CLS Bank Intern., 134 S.Ct. 2347 (2014)


https://scholar.google.com/scholar_case?case=505607866460473908&q=alice+corp+pty+ltd+v+cls+bank+intern&hl=en&as_sdt=2006

Dispelling Myth #2: No, you cannot patent
anything.

e 35 U.S.C. 101 — Patent Eligible Subject Matter
— Diagnostics

* More than just correlation

— Mayo Collaborative Services v. Prometheus Laboratories, Inc., 132
S.Ct. 1289 (2012)

— Naturally-occurring substances

* Make sure it doesn’t exist as claimed in nature
— Association for Molecular Pathology v. Myriad Genetics, Inc., 133
S.Ct. 2107 (2013).

— Computer-Implemented Technology

 Don’t Just add computer.

— Alice Corp. Pty. Ltd. V. CLS Bank International, 134 S.Ct. 2347
2014)



Myth #3: There’s Nothing Like it on the
Market, Can | Get a Patent?
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35 U.S5.C. 102 - NOVELTY

Nov. 9, 1965

United States Patent
Khaykin et al.

G,
AFFARATUS FOR
s noTen

B. BLONSKY
FACILITATING THE BIATH O

3,216,423

(1n Patent No,:

{45y Date of Patent:

US 9,340,178 B1
May 17, 2016

(34)

(71)

{72)

(73)

(%)

(21)

(22)

ADHESIVE VEHICLE FROMNT ENDY FOR
MITHATION OF SECOMDARY PEDESTRLIAM
IMPACT

Applicant: Google Ine., Mountain View, CA {LIS)

Inventors: Alex Khavkin, San Francisco, CA {LIS);
Daniel Lynn Larner, San Jose, UA (LK)

Assignee: Google Ine., Monntain View, CA (LIS)

Notice:  Subject to any disclaimer, the term of this
patent 1s extended or adjusted under 35
LLS.CL 154(h) by O days.

Appl. No.: 14/539,533

Filel: Mov, 12, 2014

5
M-
a7
75

(56)

A7 044
6,746,074
7,757,804
R WAl
20040130167
2006/0186702
201000108424

References Cited

LS. PATEMNT DMOCUMEM TS

Bl *
Bl *
Bl *
Ht

AlL*
AlT
Al

L 22
o PO
TrANG
AT
72004
B0
2010

Tohdaetal. oo 2O TR
Kempfefal. ... 206/ 187.04
1 S (e |
Suzuki ef al.

Moretal, 203102
Flisamukiet al. ... 206/ 1RT.04
Suruki et al. oo 180252

FOREIGN PATENT DOCUMENTS

13k 2R A
DE LS9204G
EP 14763341
1P DHIRILS A
1P AU 665 E

+

RO
Tr2002
A0
TG
TR

OTHER PUBLICATIONS

bachine Translation of JPOS- 153423, Retrieved Jun. 28, 2015,

(,&;q S 5’{2«7“.{_ z

ATTOENEVS



Dispelling Myth #3: Just because you don’t know about it
doesn’t mean it doesn’t exist; consider conducting a search.

How do | conduct a search?
— http://patft.uspto.gov/netahtml/PTO/index.html
* Free

* Not so easy to use
* Need to have an idea of what your looking for
— https://patents.google.com/

* Free

* Easy to use

* Need to have an idea of what your looking for
— Commission a professional search

» Costs SS

* Professionals will look for you


http://patft.uspto.gov/netahtml/PTO/index.html
https://patents.google.com/

35 U.S.C. 103 - OBVIOUSNESS




FIG. 5B




Prior Art
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35 U.S.C. 103 - Obviousness
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Dispelling Myth #4: Being different is not
enough, the difference has to be non-obvious.




Myth # 5: Everybody Loves My ldea,
Can | Get a Patent Now?

Tested it on your friends and family
Took it to a tradeshow
Sold it on the Internet

Published in a journal article
Gave a presentation at a conference
Public disclosure



Dispelling Myth #5: You can still file a patent
application after public disclosure if within 1 year.




Writing the Application




Writing the Application

US 9,797,875 B2

1
AUTOMATED FI

R CHANGER
TECHMNICAL FIELDY

This invention relates o an apparatus for .zul.unum.zll 4
changing syringe type filers of different styles, man
tured by multiple vendors for use with devices such as a drug.
dissolution testing system

BACKGROUNRDY

Adissolution testing system may be used to determine the
digsolution clascteristics of a particular drug in solid. gel,

2
l‘nu system s confained in @ cormsion resistant housing,
em is programmable to mun a vanety of protocols,
¢ have @ wired or wireless connection 1o connect o
the Interet o update Armw; and the like. In some

# embodiments, the system may be able to receive a USB flash

capsule, caplet, gel cap, or similar forms. The dissolution

testing system utilizes testing vessels conta
which the drug is dissolved. A sample of the medin con-
toining the dissolved dmg is tmnsterred to a collection
device so thot the amount of drug dissolved can be mea-
sured. This can be repeated ot various fime intervals so that
i drug's

ssolution rle over time can be determined,

In some instances, prior to collection, a sample of the
media containing the dissolved drug may require filtration.
Current automated fliration systems are inconvenient 1o use,
susceptible w jams. and susceptible w0 comosion. For
example, current filtmtion systems make it ineomvenient if
the wser chooses not 1o use o filter for o particulsr sample
Thee Auidic path would need 1o be changed by disconnecting
the fluid twbing and then reconnecting it in a different
configuration to remove the filler changer from the Auidic
path. allowing the system to then sample without filiration.
This s inconvenient when dealing with a large number of
samples. In addition, current Altration systems are subject 1o
Frequent jamming becovse of the method by which the filters
are loaded in the system. Also, various components of
existing filistion systems may be subject o corrosion.

For the foregoing reasons, there is a neesd for a filimtion
system that is easy o use, relinble, and durable, and can be
sed in conjunction with any dissolution systemn without
many modifications,

SUMMARY

The present invention is directed 10 an sutomated filter
changing apparstus for uvse with a solution testing
hine, the present invention making available the eption
Itering fluids from 2 dissolution testing machine. The
automated filter changing apparatus allows filters 10 he
amomatically placed into the fluidic path, i’ desired. In
addition, the apparatus can remeve the filier from the Auidic
path, discard the used filter into a bin, or hold the removed
filter for another sample.

Tl srteamated filter changing apparatos utilizes a unigoe
pair of rollers 1o separate Rliers from their respective siacks
n a sequential order so that only one filter is removed at a
time, which reduces the amount of power or torque required
W relense or remove fillers from their respective stacks.
Filters can be separated one at o time by utilizing angularly
olfset indentations oa the aforementioned rollers.

Ashutile plate is used o caeh a filer sepaned from s
filter stack | red to as o separated filter) and transport the
separated filter w & Auid coupler to filter fuids from a

ssolution machine, and the like. A centering plate nsed in
conjunetion with the shuttle plate aligns the separated filler
properly with the fluid coupler. The shuttle plate is also
configured to remove filter in the event filtration is not
desired,

o

s

0

80

drive for firmware updates, and for storing data. In some
embodiments, the system receives instruction from the dis-
solution machine or seme other smart host

Aovariety of different types of filters and filer sizes may
be used with the system, In some embodiments, various
compenents may be adjusted to sccommodate different sizes
of filters.,

BRIEF DESCRIFTION OF DRAWINGS

FIG. 1 shows a front, perspective view of on embodiment
of the present invention.

FIE. 2 shows o front, perspective view of an embodiment
of the present anvention with the holr-ul! remmaved,

FIG. 3 shows a rear, perspective view of an embodiment
of the present anvention with the howsing removed.

FIG. dA shows a perspective view of an embodiment of
the filter stack block and the separntor, with various com-
ponents removed for clariy.

FIG, 41 shows a perspective view of an embodiment of
the sepamtor.

FIG, 4C shows an elevation view of a portion of one of
the rollers of the separator.

16, 5 shows a partially exploded view of an embodiment
present invention with the howsing removed,

FIG. 6 shows a perspective view of an embodiment of the
shuttle plate.

FIG. 7 shows a perspective view of an embodiment of the
Auid coupler.

FIG. 8 shows a perspective view of an embodiment of the
centering plate,

FIGE, 9A through 91 show the process of removing the
filter from the filter stack using the present invention.

FIG. 10 shows an embodiment of a computer architecire
for automatically operating the present invention.

af

DETAILED DESCRIPTION OF THE
INVENTION

The detiled description set forth below in connection
with the appendad drawings is imtended as a deseription of
presently-preferred embodiments of the invention and is not
intended 1o represent the only forms in which the present
invention may be comstrucied or utilized. The description
sets forth the functions and the sequence of steps for
constructing and operating the invention in connection with
the illustrated embodinents. 1t is o be understood, owever,
that the same or equivilent functions amd sequences miy be
accomplished by different embodiments  that are also
intended 1o be encompassed within the spirit and scope of
the invention.

The terminclogy used in the description of the invention
herein is for the purpose of describing particular embodi-
ments only and is pot intended w0 be limiting of the inven-
tion, As used in the deseription of the invention and the
appended claims, the singular forms “z 1“‘ and "lln.‘“ are

d in siug.ul:nr I.LJnn_ bul [
replicated and the description of the singular form applies o
the rephieated forms. Tt will also be undersiood thar the tem

]

LS 9,797,875 B2
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2, An automatic filter changer, comprising:
a. housing:

b, a filter stack block attached 10 the housing, the filter

stack Block comprising a plusality of holes o receive a
plurality of filter stacks, wherein each hole is config-
ured to receive one filter stack:

. & filter separator positioned below the llter stack hlock,

the filter separator configured to sepamite one filter o1 o
tme from each filter stack iy from ils respective
filver stack sequentially so that o first fiber from o fies
filter stack is separated before a frst fler of @ second
filter stack:

. a shuttle plate positioned below the flier separaior 1o a

relensed filter, wherein the shuttle plate is movable ina
horizontal direction 1o earry o set of relepsed filters 1o
a fhid coupler. wherein the fuid coupler comprises
vpper fluid couplings and lower Quid couplings, one
IJl'Ir‘L"T ”IJiII L'('\llll'llil:l]_l l'll_'i.I1E L'ﬂ'\h'llﬁii!”!r iI.IiEJIL*! 'u‘ri'l]l o
loswer fluid coupling, the upper fluid coupling and the
lower fluid coupling defining a vertical axis;
a plurality of centering plates, one centering plate
aligned with each fluid coupler such that each centering,
plate is in between one upper fluid coupling and s
respective Jower fluid coupling, esch centering plate
comprising a notch defined by notch arms, wherein the
flter separator comprises a pair of rollers each defining
longimdinal axis. wherein the pair of rolless is
armanged parallel o each other and separated from each
other by a gap, wherein each roller comprises a plu-
mlity of indentations, whenzin each indentation on a
first reeller corresponds with an indentation on o second
roller 1 form a p|1|.1:||1|!_'\_|.' II1.1rIi!|i.'|I1IIE wnclentation rulir-‘
such that the corresponding indentations of each manch-
ing indentation pairs face each other in the gap during
rotation, wherein each indentation on the first roller are
angularly otfset about the longitdinal axis of the first
roller from every other indemtation on the first roller,
and emch indentation on the secomd roller are sngularly
offset about the longitodingl axis of the second roller
from every other indentation on the second roller,

3. The filter changer of claim 2. l.khl_h_lll the pair of mllers

..... SRS P SN FUN U S (L PRSP S S I ST, B
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filter stock sequentially so that a frst filter from a first
filter stack is separated before a first filter of a second
filer stack;

d. & shurtle plate positioned below the ler separior w
catch a released filter, wherein the shutile plote s
mowvahle in & horizontal direction o0 camy a set of
released filters 1o 8 fuid coupler, wherein the o
coupler comprises upper fud couplings and lower
fuidd couplings, cne upper Muid coupling being couxi-
ally aligned with one lower fluid coupling, the upper
foid coupling and the kwer Nuid coupling defining a
vertical axis;

ca plurality of centering plates, one centering plate
aligned with each fluid coupler such that each centering
plate 15 in between one upper foid coupling and its
respestive lower fluxd coupling. each centering plate
commprising a polch defined by nodch anms, wherein the

m

HIII.I'":]L' |'I].i|'||.' L'||r|1|'|rim_'x ki r‘lll.l'-l.l'il:.' -:'-f Kli\li‘- I.II.'li1IU|I I'I!.
shot arm pairs, each slot configured to align with one
filter stack when the shuttle plate is in a first position,
and each sl configured w align with one of the
vertical axes defined by one pair of upper fluid cou-
plings and kywer fluid couplings when the shutile plate
15 10 second position

7. The filier changer of claim &, wherein sach notch of the
centering plate is aligned with one slot of the shuttle plaie
such that when the shottle plate is moved horizontally
towards the centering plates, the shuttle plate slides adjacent
to the centering plate such that when at least one released
filter is sented in at keast one slot, the slot arms and the notch
armes trap the at lepst one relensed filler within its respective
wotich and -;|-.:-1, wherenn the inlet and outkel of the a1 least one
relessad filter is aligned with the vertical axis of 1ls respecs
tive upper and lower Auid coupling to allow the lower fluid
coupling and the upper fuid coupling to attach to the at least
ane released filter o complete a fluidie path.

8. The filter changer of cluim 6, wherein the shotle plate
1= positiomable 10 a third position offset from the Glter stocks
and away from the center plates to allow the released filter
to dreop helow the shuttle plate.

o I'h-_ filter Lh.!I'I]J.I.'"r of claim &, 1.\h|.'-r|.~m abot arms within

il VUSSP USRI SRS [PPSRy ST S SR




Myth # 6: | Don’t Have to Tell You
Everything About my Invention, Do |?

* Process Claims

— Method of manufacturing a product
 Computer Implemented Technology
— Unique algorithms

* |nventions in which the inventive concept (the
secret sauce) is not readily discernable by
looking at the product.



Dispelling Myth #6: Yes, it’s generally best
to disclose all details of your invention.

* |f you are purposely holding back information,
yvou should consider trade secret protection.

— |Is the inventive concept extremely difficult to reverse
engineer?

— Establish Trade Secret Protection Program
* If you don’t know the details requested, ask

somebody on your team who does (typical with
computer-implemented technology)

e New information cannot be added after the
patent application is filed.



Prosecuting the Application




Search and Examination




Myth # 7: The Prior Art Requires [X],
e don’t need that.




Dispelling Myth #7: Always frame your distinction
“We claim [X], the prior art does not have [X]."




Myth # 8: We have [X], the prior art
does not.

1. Adevice,
comprising:
— an elongated
member
— having two ends; and

— a slot at one end.

L=+ R

FIG. 1



Dispelling Myth #7: Always frame your distinction
“We claim [X], the prior art does not have [X]."



Dispelling Myth # 8: Features relied upon to
distinguish over the prior art must be claimed.

e Was it claimed?
 Was it disclosed in the written description?
 Was it shown in the drawings?

* This is why it’s important to disclose details of
your invention. (Remember Myth #6)

— You never know what you may have to rely on to
get a patent.



Patent Granted

|
o
States

of

Ametica

The Commissioner of
Patents and Trademarks

Has received an application for a patent for a
new and useful invention. The title and descrip-
tion of the invention are enclosed. The require-
ments of law have been complied with, and it
has been determined that a patent on the in-
vention shall be granted under the law.

Therefore, this 5,860,492
United States Patent

Grants to the person(s) having title to this patent
the right to exclude others from making, using,
offering for sale, or selling the invention
throughout the United States of America or im-
porting the invention into the United States of
America for the term set forth below, subject to
the payment of maintenance fees as provided
by law.

If this application was filed prior to June 8,
1995, the term of this patent is the longer of
seventeen years from the date of grant of this
patent or twenty years from the earliest effec-
tive U.S. filing date of the application, subject
to any statutory extension.

If this application was filed on or after June 8,
1995, the term of this patent is twenty years from
the U.S. filing date, subject to any statutory ex-
tension. If the application contains a specific
reference to an earlier filed application or ap-
plications under 35 U.S.C. 120, 121 or 365(c),
the term of the patent is twenty years from the
date on which the earliest application was filed,
subject to any statutory extension.

I

Acting Commissioner of Patents and Trademarks

W\MW V- duwniy

Attest




Myth # 9: Now that | Got a Patent, I'm
Safe, Right?




Dispelling Myth #9: A patent is a sword, it is not
a shield against allegations of infringement.




Myth # 10: There’s a company in China
infringing my U.S. Patent, let’s stop it.

—




Dispelling Myth #10: Patents are jurisdictional; need a
patent in each country you want to enforce in.

* You can stop the importation of your patented
invention into the U.S.

* Otherwise, you need foreign patents to stop
the manufacture and sales in foreign
countries.

e Consider the Patent Cooperation Treaty (PCT)
application.



10.

Summary of Common, But Not

Comprehensive, Patent Myths Dispelled

Seek early consultation with an IP Attorney when you come up with a great idea
to identify available IP rights.

Consider whether your invention is eligible subject matter for a patent.
Consider conducting a search (e.g., google patents).

Consider whether your invention is a non-obvious improvement over the prior
art.

Consider filing a patent application before public disclosure; otherwise, file
within 1 year of any public disclosure your invention?

Disclose details of your invention, or consider trade secret protection.

Frame differences over prior art as “My invention has feature [X], the prior art
does not.”

Feature [X] must be claimed (ant therefore described or shown in the drawings)
in order to rely on to overcome prior art rejection.

A patent is a sword, not a shield.

U.S. Patents can only be enforced in the U.S.; therefore, consider foreign
protection.

COPYRIGHT 2019 C. WOOK PAK
CISLLO & THOMAS LIL.P
INTELLECTUAL PROPERTY LLAW



Contact
C. Wook Pak, J.D., Ph.D.

Digging DEAP™ to Defend, Enforce, Advise, and Protect
Intellectual Property Rights

Cislo & Thomas LLP
12100 Wilshire Blvd., Suite 1700
Los Angeles, CA 90025
Tel: (310) 979-9190
wook@cislo.com

http://www.cislo.com



http://www.cislo.com/
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