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Review from “Trademarks 101” Training: 

 
WHAT IS A TRADEMARK? 

 

 A trademark includes any word, name, symbol, device, or any combination, used in commerce 

to identify and distinguish the goods of one manufacturer or seller from goods manufactured or 

sold by others, and to indicate the source of the goods. 

o Just a word, or multiple words, with no design element and without claim to any 

particular font, style, size or color are known as standard character marks 

o Logos will typically have literal elements (any words), a description of the mark detailing 

the design elements, and sometimes specific colors claimed  

 A service mark is the same as a trademark, except that it identifies and distinguishes the source 

of a service rather than a product. 

 Simple terms: trademarks identify the source (maker or provider) of products and services 

 A common misconception is that having a trademark means you legally own a particular word or 

phrase and can prevent others from using it. However, you don’t have rights to the word or phrase 

in general, only to how that word or phrase is used with your specific goods or services. For 

example, if you use a logo as a trademark for your small film developing business to distinguish 

your services from others in the film-developing world, you cannot prevent others from using a 

similar logo for non-film developing related goods/services. 
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WHERE TO BEGIN 

 

- Before preparing a new trademark application, we commonly recommend that the client has us do 

a preliminary scan to determine the possible registrability of the mark for certain goods/services 

($600.00) 

- The scan searches the federal and state trademark databases, and some international databases 

broadly, which includes the goods/services the client intends on using the mark for  

- We note in our preliminary scan letter that since trademark rights arise upon first use, a trademark 

user who did not file for registration, or who let their registrations go abandoned, may still have 

common law rights to the marks. Due to this, we often suggest an extensive full trademark search, 

which includes common law usage with our detailed opinion letter ($3,215-4,295) 

- We end the letter by noting that if the client decides to assume the aforementioned business risk 

and wishes to go forward with a new federal trademark application, the cost to prepare and file 

the application for one class of goods is $1,110.00 (current as of Feb 2023) 

 

 

 

DRAFTING THE APPLICATION & LETTER ENCLOSING  

 

 

FILING BASIS  

 

- Use Based Trademark Application  

 

o Use in commerce basis (under Trademark Act Section 1(a)) – you are currently using 

your mark in commerce with your goods and/or services and have first use dates and 

specimen to show for it  

o We sometimes refer to these applications as ‘Use-Based’ 

o Need two dates (OK if they are the same): 

 The date of first use of your mark anywhere on the goods or in connection with 

the services; 

 The date of first use of your mark in commerce on the goods or in connection 

with the services;  

o One “specimen” for each class showing how you use the mark in commerce with the 

goods and/or services 

 

- Intent-to-Use Trademark Application 

 

o Intent-to-use basis (under Section 1(b)) - you have a bona fide intention to use your mark 

in commerce with your goods and/or services in the near future, but have not yet begun 

using your mark in commerce 

o Applicant has a bona fide intention to use the mark in commerce and had a bona fide 

intention to use the mark in commerce as of the application filing date. 

o Although you may file an application based on a bona fide intent, this filing basis is not a 

basis for registration, so your mark will not be registered until you convert the application 

to one based on use in commerce by filing a timely and acceptable allegation of use 

(amendment to allege use or statement of use down the road) 
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CLASSIFICATIONS – TRADEMARK OR SERVICE MARK? 

 

- The client will tell us what they are using/ intend to use their mark for – goods to be sold or 

services to be provided, and we use our classification search tool to assign an international 

classification from 001-045 

- From the USPTO: All goods and services are “classified” or organized into broad categories of 

goods or services, as determined by international agreement. Each category of goods or services 

is assigned a number from 1 to 45, also known as an international class. There are many items 

listed in each class; however, goods and services are never in the same class. 

o 001-034 = goods 

o 035-045 = services 

- Classification/Trademark ID Manual: https://idm-tmng.uspto.gov/id-master-list-public.html  

 

 

DRAFTING APPLICATIONS 

 

ITU and Use Based Applications  

- Templates found on next pages  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

https://idm-tmng.uspto.gov/id-master-list-public.html
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Q U A L I T Y  C L I E N T  C A R E ®  S I N C E  1 9 7 9  

 

 [insert date] 

 

 

 

 

«MAT_Client_Firm» 

Attn: «MAT_Addresee_Name» 

«MAT_Client_Address» 

«MAT_Client_Address2» 

 

 

Re:  New Federal Trademark Application for: 

 

C&T Ref. No.:  

  

Dear  : 

 

 Pursuant to your instructions, we prepared and enclose a federal use-based trademark 

application for MARK [on behalf of applicant] / [on your behalf] to cover “goods/services”.  

 

 We prepared a word version of the application to be kept in our files. We will file the 

application using the electronic filing system’s template at the United States Patent and 

Trademark Office (“USPTO”). The USPTO application is the official version that will be 

submitted at the USPTO. The word version we prepared is a little easier to understand than the 

USPTO version, which is why we prepared it. 

 

Carefully review the application and let us know if we should make any changes such as 

the ownership designation and/or if you wish to add any goods or services to the application (you 

may not add any once the application has been filed at the Trademark Office). 

 

Please also forward us a specimen (per class) displaying the mark in use to submit along 

with the application. Examples of acceptable specimens for [trademarks include labels, tags, 

packaging, and internet pages displaying the mark sufficiently near the goods at their point of 

sale. Further, acceptable specimens for service marks may include brochures, advertisements or 

internet pages displaying the mark used in association with the services.] 

 

CONFIDENTIAL 

ATTORNEY-CLIENT PRIVILEGE 

VIA ELECTRONIC MAIL ONLY 

EMAIL ADDRESS:  

 



 
C I S L O  &  T H O M A S  L L P  

        Attorneys at Law 

 

Firm  

name 
[insert date] 
Page 2 

 

 

 

 

If all is in order, please have an officer of [applicant] execute and date the Declaration 

and Power of Attorney pages, [provide the dates of first use on page 1] and return the signed 

application to us, which we will maintain in our files. Please note that as to not jeopardize the 

validity of the documents it is imperative that a Corporate Officer or LLC Managing Member of 

the company execute and date the document. 

 

 We look forward to return of the signed application. In the meantime, please feel free to 

contact me with any questions or comments you may have. 

 

[J. Sheldon ONLY: Please do not hesitate to contact me with any questions or comments 

you may have.  I can be reached at 626-676-1201 and JSheldon@cislo.com.] 

 

 

       Very truly yours, 
 

CISLO & THOMAS LLP 
 

 

  

D. M. Cislo, Esq.  

 

DMC:tr: 

Enclosure(s): 
Federal Trademark Application 

Z:\Kimberly\Templates\Enclosing Letters\Letter to Client enclosing New Application (use-based).docx 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

 

APPLICATION FOR TRADEMARK REGISTRATION 

UNDER SECTION 1(a) 

 

 

Mark:   

 

International Class No.:  

 
 

To the Commissioner of Patents and Trademarks: 

 

Applicant is ________ (“Applicant”), a [State][entity] with a business address 

of ________________.  / [an individual United States citizen with an address of] 

 

The above-identified applicant has adopted and is using the mark shown in the 

accompanying drawing for “goods/services” in International Class 000. 

 

The above-identified applicant requests that said mark be registered in the United 

States Patent and Trademark Office in the Principal Register established by the Act of July 

5, 1946. 

 

The above referenced mark was first used in connection with the goods/services 

in International Class 000 at least as early as _______________; and was first used in 

interstate commerce at least as early as ___________; and is now in use in such commerce. 
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The mark is used by imprinting the same on tags, labels, packaging, and/or 

advertisements, brochures, webpages, or the like, which are distributed and/or displayed 

to customers for purposes of identifying applicant’s goods/services.  One (1) specimen 

illustrating the mark is included herewith. 

 

Applicant’s mark is a word mark presented in standard character format with no 

design element and without claim to any particular font, style, size or color. 

 

Miscellaneous Section (if the specimen is a webpage): the URL is ___________ 

and was accessed on ______________ in the event that this required information is cut-

off when the specimen was uploaded by the USPTO. 
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DECLARATION 
 

The undersigned, on behalf of Applicant, being hereby warned that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 

18 U.S.C. § 1001, and that such willful false statements may jeopardize the validity of 

the application or any resulting registration, declares that he/she is properly authorized 

to execute this application on behalf of the Applicant; he/she believes the Applicant  is 

the owner of the trademark/service mark sought to be registered, or, if the application 

is being filed under 15 U.S.C. § 1051(b), he/she believes Applicant to be entitled to use 

such mark in commerce; and to the best of his/her knowledge and belief no other 

person, firm, corporation or association has the right to use the mark in commerce, 

either in the identical form thereof, or in such near resemblance thereto as to be likely, 

when used on or in connection with the goods and services of such other person, to 

cause confusion, or to cause mistake, or to deceive; and that all statements made of 

his/her own knowledge are true and all statements made on information and belief are 

believed to be true. 

 APPLICANT 

 

 

Date: ________________, YEAR         

Signature 

 
 

             

Name 
 

 

             

Title 
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POWER OF ATTORNEY 
 

Applicant hereby appoints the attorneys listed below to prosecute this application 

to register, to transact all business in the United States Patent and Trademark Office in 

connection therewith, and to receive the Certificate of Registration. The attorneys listed 

are all members of the Bar of the State of California in good standing and are admitted 

to practice in the State of California and the United States Patent and Trademark 

Office. 

 

Daniel M. Cislo, Esq., Reg. No. 32,973 

David B. Sandelands, Esq., Reg. No. 46,023 

Peter S. Veregge, Esq., Reg. No. 55,698 

Kristin B. Kosinski, Esq., Reg. No. 45,599 

C. Wook Pak, Esq., Reg. No. 50,504 

Jeffrey G. Sheldon, Esq., Reg. No. 27,953 

Katherine M. Bond, Esq., Reg. No. 66,381 

Rebecca I. Makitalo, Esq., Reg. No. 80,120
 

Please address all communications as follows: 

 

Daniel M. Cislo, Esq. 

CISLO & THOMAS, LLP 

12100 Wilshire Boulevard, Suite 1700 

Los Angeles, California 90025-7103 

Tel: (310) 979-9190 

Fax: (310) 394-4477 

www.cislo.com 

 

 APPLICANT 

 

Date: ________________, YEAR         

Signature 
 

             

Name 
 

 

             

Title 
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DRAWING PAGE 

 
 

 

APPLICANT:    

 

ADDRESS:    

     
 

The mark consists of standard characters without claim to any particular font 

style, size, or color. 

 

CLASS 

DATE OF 

FIRST USE 

at least as early 

as 

FIRST USE IN 

INTERSTATE 

COMMERCE 

at least as early as 

GOODS/SERVICES 

    

 

 

 

 

 

 

 

 

MARK:      

 

 

 

 

 

 

 

 
CISLO & THOMAS LLP 

12100 Wilshire Boulevard, Suite 1700 

Los Angeles, California 90025-7103 

Tel: (310) 979-9190 

Fax: (310) 394-4477 

www.cislo.com 
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 1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

 

APPLICATION FOR TRADEMARK REGISTRATION 

UNDER SECTION 1(a) 

 

 

Mark:  MALIBU MICROBIOME MEETING 

 

International Class No.: 044 

 
 

To the Commissioner of Patents and Trademarks: 

 

Applicant is Sabine Hazan, an individual United States citizen with an address 

of 1835 Knoll Drive, Ventura, CA 93003.  

 

The above-identified applicant has adopted and is using the mark shown in the 

accompanying drawing for: 

 

- “Educational services, namely, developing, arranging, and conducting educational 

conferences and programs and providing courses of instruction in the field of wellness 

and microbiome research, discoveries, and news” in International Class 041 

- “online website service providing meeting details for events regarding wellness and 

microbiome research, discoveries, and news” in International Class 044;  

 

The above-identified applicant requests that said mark be registered in the United 

States Patent and Trademark Office in the Principal Register established by the Act of July 

5, 1946. 
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 2 

 

The above referenced mark was first used in connection with the services in 

International Classes 041 and 044 at least as early as March 1, 2019 and was first used in 

interstate commerce at least as early as March 1, 2019; and is now in use in such 

commerce. 

 

The mark is used by imprinting the same on advertisements, brochures, 

webpages, or the like, which are distributed and/or displayed to customers for purposes of 

identifying applicant’s services.  One (1) specimen illustrating the mark is included 

herewith. 

 

Applicant’s mark is a word mark presented in standard character format with no 

design element and without claim to any particular font, style, size or color. 
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DECLARATION 
 

The undersigned, on behalf of Applicant, being hereby warned that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 

18 U.S.C. § 1001, and that such willful false statements may jeopardize the validity of 

the application or any resulting registration, declares that she is properly authorized to 

execute this application on behalf of the Applicant; she believes the Applicant is the 

owner of the service mark sought to be registered, or, if the application is being filed 

under 15 U.S.C. § 1051(b), she believes Applicant to be entitled to use such mark in 

commerce; and to the best of her knowledge and belief no other person, firm, 

corporation or association has the right to use the mark in commerce, either in the 

identical form thereof, or in such near resemblance thereto as to be likely, when used 

on or in connection with the services of such other person, to cause confusion, or to 

cause mistake, or to deceive; and that all statements made of her own knowledge are 

true and all statements made on information and belief are believed to be true. 

  

 Sabine Hazan 

 

 

Date: ________________, 2022              

Signature 
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POWER OF ATTORNEY 
 

Applicant hereby appoints the attorneys listed below to prosecute this application 

to register, to transact all business in the United States Patent and Trademark Office in 

connection therewith, and to receive the Certificate of Registration. The attorneys listed 

are all members of the Bar of the State of California in good standing and are admitted 

to practice in the State of California and the United States Patent and Trademark 

Office. 

 

Daniel M. Cislo, Esq., Reg. No. 32,973 

David B. Sandelands, Esq., Reg. No. 46,023 

Peter S. Veregge, Esq., Reg. No. 55,698 

Kristin B. Kosinski, Esq., Reg. No. 45,599 

C. Wook Pak, Esq., Reg. No. 50,504 

Jeffrey G. Sheldon, Esq., Reg. No. 27,953 

Katherine M. Bond, Esq., Reg. No. 66,381 

Katherine B. Sales, Esq., Reg. No. 72,026 

Rebecca I. Makitalo, Esq., Reg. No. 80,120 

Please address all communications as follows: 

 

Daniel M. Cislo, Esq. 

CISLO & THOMAS, LLP 

12100 Wilshire Boulevard, Suite 1700 

Los Angeles, California 90025-7103 

Tel: (310) 979-9190 

Fax: (310) 394-4477 

www.cislo.com 

 

 Sabine Hazan 

 

 

Date: ________________, 2022         

Signature 
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DRAWING PAGE 

 

 
 

APPLICANT:  Sabine Hazan 

 

ADDRESS:  1835 Knoll Drive, Ventura, CA 93003  

     
 

The mark consists of standard characters without claim to any particular font 

style, size, or color. 

 

CLASS 

DATE OF 

FIRST USE 

at least as early 

as 

FIRST USE IN 

INTERSTATE 

COMMERCE 

at least as early as 

SERVICES 

041 March 1, 2019 March 1, 2019 

 

Educational services, namely, developing, arranging, and 

conducting educational conferences and programs and 

providing courses of instruction in the field of wellness and 

microbiome research, discoveries, and news 

 

044 March 1, 2019 March 1, 2019 

online website service providing meeting details for events 

regarding wellness and microbiome research, discoveries, 

and news 

 

 

 

 

MARK:   MALIBU MICROBIOME MEETING 

 

 

 

 
CISLO & THOMAS LLP 

12100 Wilshire Boulevard, Suite 1700 

Los Angeles, California 90025-7103 

Tel: (310) 979-9190 

Fax: (310) 394-4477 

www.cislo.com 
\\SRV-SQL\TMDocs\22-46011\New Use-Based Application.docx 
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PRE-FILING & FILING WITH THE USPTO  

 

CHECKLIST: 

- Signed application (ITU & Use Based) 

- Specimen (per class) (Use Based) 

o See last page for specimen recap  

- Payment from client (if requested in advance) 

 

USPTO FILINGS (See next pages & presentation for details)  

- Always TEAS Standard ($350.00 per class) 

- Prefile, reviewed by Tara and Attorney, Filed & billed 

- LTC re Filing Particulars post filing  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



 

 

https://www.uspto.gov/trademarks/apply/initial-application-forms 

 

https://www.uspto.gov/trademarks/apply/initial-application-forms
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SPECIMEN RECAP (USE BASED) 
 
*Important note: you always need one specimen per class showing use of the mark for the goods/services 

in that class (if an application has five (5) classes, you will need five (5) specimens) 
 
*Important note: specimens must be current 
 

 You need specimens when filing a:  

 Use-Based 1(a) application  

 Statement of Use 

 Sections 8 & 15  

 Sections 8 & 9  

 Response to Office Action (not always - depends on the issues)  

 

 
 For trademarks (goods)  

 Examples of specimens include:  

 hang  tags  

 Labels 

 Packaging 

 The goods themselves 

 Social Media pages (use in a business fashion – goods offered for sale on site)  

 Webpage displaying the mark sufficiently near the goods at their point of sale  

 Language used when filing  

 “Hang tag/label/packaging displaying the mark” 

 “Photograph of the goods displaying the mark”  

 “Webpage displaying the mark sufficiently near the goods at their point of sale  

 

 
 For service marks (services)  

 Examples of specimens include:  

 Flyers  

 Advertisements 

 Brochures  

 Social Media pages (use in a business fashion – services offered on the site)  

 Webpages  

 Language used when filing:  

 “Flyers/advertisement/brochure/webpage displaying the mark used in association 

with the services” 

 “Public sign displaying the mark used in association with services”  

 “Screenshots of Twitter and Instagram pages displaying the mark used in 

association with the services” 
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Q U A L I T Y  C L I E N T  C A R E ®  S I N C E  1 9 7 9  

 

 [insert date here] 

 

 

«MAT_Client_Firm» 

Attn: «MAT_Addresee_Name» 

«MAT_Client_Address» 

«MAT_Client_Address2» 

 
 
 

Re:  New Trademark Application for: 

 [MARK] 

 C&T Ref. No.:  

 

Dear : 

 

 Pursuant to your instructions, we prepared and enclose a federal intent-to-use based 

trademark application for [MARK] on your behalf/behalf of [company name] to cover 

“goods/services”.  

 

 We prepared a word version of the application to be kept in our files. We will file the 

application using the electronic filing system’s template at the United States Patent and 

Trademark Office (“USPTO”). The USPTO application is the official version that will be 

submitted at the USPTO. The word version we prepared is a little easier to understand than the 

USPTO version, which is why we prepared it. 

 

Carefully review the application and let us know if we should make any changes such as 

the ownership designation and/or if you wish to add any goods or services to the application (you 

may not add any once the application has been filed at the Trademark Office). 

 

 If all is in order, please have a Corporate Officer or LLC Managing Member of 

[company name] execute and date the Declaration and Power of Attorney pages, and 

return the signed application to us, which we will maintain in our files. Please note that as 

to not jeopardize the validity of the documents it is imperative that a Corporate Officer or 

LLC Managing Member of the company execute and date the document. 

 

 

CONFIDENTIAL 

ATTORNEY-CLIENT PRIVILEGE 

VIA ELECTRONIC MAIL ONLY 
EMAIL ADDRESS:  

 



 
C I S L O  &  T H O M A S  L L P  

        Attorneys at Law 

 

Firm  

name 

[insert date] 

Page 2 

 

 

 

 

 

 We look forward to return of the signed application. In the meantime, please feel free to 

contact me with any questions or comments you may have. 

 

[J. Sheldon ONLY: Please do not hesitate to contact me with any questions or comments 

you may have.  I can be reached at 626-676-1201 and JSheldon@cislo.com.] 

 

 

       Very truly yours, 
 

CISLO & THOMAS LLP 
 

 

  

D. M. Cislo, Esq. 

 

DMC:tr: 

Enclosure(s): 
Federal ITU Application 

\\SRV-DB\TMDOCS\18-36932\Letter to Client enclosing New Applications.docx 



 

 

 TRADEMARK 
  C&T Ref. No. 

 

1 

 

*25189* 

25189 
PATENT TRADEMARK OFFICE 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

 

APPLICATION FOR TRADEMARK REGISTRATION UNDER SECTION 

1(b) 
 

 

Mark:  

 

International Class No.:  

 

To the Commissioner of Patents and Trademarks: 

 

Applicant is ________ (“Applicant”), a [State][entity] with a business address of 

________________.  / [an individual United States citizen with an address of] 

 

The above-identified Applicant has a bona fide intention to use the trademark in the 

accompanying drawing in interstate commerce for the following goods/services in International 

Class No. 000: 

Goods/services 

 

Applicant requests that said mark be registered in the United States Patent and 

Trademark Office on the Principal Register established by the Act of July 5, 1946. 

 

Applicant has a bona fide intention to use the mark on goods, labels, packaging 

and/or advertisements, brochures, webpages and other means customary in the trade. 
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2 

 

*25189* 

25189 
PATENT TRADEMARK OFFICE 

 

Applicant’s mark is a word mark presented in standard character format without claim 

to any particular font, style, size or color. 
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TRADEMARK 
 C&T Ref. No. 
 

3 

 

DECLARATION 

 

The undersigned, for Applicant, being hereby warned that willful false statements and 

the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, 

and that such willful false statements may jeopardize the validity of the application or any 

resulting registration, declares that he/she is properly authorized to execute this application on 

behalf of the Applicant; Applicant has a bona fide intention to use the mark shown in the 

accompanying drawing in commerce on or in connection with the specified goods/services; 

he/she believes the Applicant to be the owner of the trademark/service mark sought to be 

registered, or, if the application is being filed under 15 U.S.C. § 1051(b), he/she believes 

Applicant to be entitled to use such mark in commerce; to the best of his/her knowledge and 

belief no other person, firm, corporation or association has the right to use the mark in 

commerce, either in the identical form thereof, or in such near resemblance thereto as to be 

likely, when used on or in connection with the goods/services of such other person, to cause 

confusion, or to cause mistake, or to deceive; and that all statements made of his/her own 

knowledge are true and all statements made on information and belief are believed to be true. 

 

 APPLICANT 

 

 

Date: _________________, YEAR         

Signature 

 
 

             

Name 
 

 

             

Title 

CGrant
Oval
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POWER OF ATTORNEY 

 

Applicant hereby appoints the attorneys listed below to prosecute this application to 

register, to transact all business in the United States Patent and Trademark Office in connection 

therewith, and to receive the Certificate of Registration. The attorneys listed are all members 

of the Bar of the State of California and are admitted to practice in the State of California and 

the United States Patent and Trademark Office and are in good standing. 

Daniel M. Cislo, Esq., Reg. No. 32,973 

David B. Sandelands, Esq., Reg. No. 46,023 

Peter S. Veregge, Esq., Reg. No. 55,698 

Kristin B. Kosinski, Esq., Reg. No. 45,599 

C. Wook Pak, Esq., Reg. No. 50,504 

Jeffrey G. Sheldon, Esq., Reg. No. 27,953 

Katherine M. Bond, Esq., Reg. No. 66,381 

Rebecca I. Makitalo, Esq., Reg. No. 80,120

 
 

Please address all communications as follows: 

Daniel M. Cislo, Esq. 

CISLO & THOMAS, LLP 

12100 Wilshire Boulevard, Suite 1700 

Los Angeles, California 90025-7103 

Tel: (310) 979-9190 

Fax: (310) 394-4477 

www.cislo.com 

 

APPLICANT 

 

Date: _________________, YEAR          

Signature 

 
 

              

Name 
 

 

              

Title 
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APPLICANT:    

ADDRESS:    

 

Applicant has a bona fide intention to use the mark in the form shown below for the 

following goods/services.  The mark is presented in standard character format without claim to 

any particular font, style, size or color. 

CLASS GOODS/SERVICES 

000 
                                    Goods/services 

 

  

 

 

 

 

 

 

 

 

MARK:      

 

 

 

 

 

 

 

 

 

 

CISLO & THOMAS, LLP 

12100 Wilshire Boulevard, Suite 1700 

Los Angeles, California 90025-7103 

Tel: (310) 979-9190 

Fax: (310) 394-4477 

www.cislo.com 
 

 

 

http://www.cislo.com/
CGrant
Line

CGrant
Line

CGrant
Line

CGrant
Line

CGrant
Line
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CERTIFICATE OF ELECTRONIC FILING 
 

I hereby certify that this declaration (along with any paper referred to as being attached 

or enclosed) is being filed electronically with the Trademark Electronic Application System 

(TEAS) on the date shown below: 

on                                                                                                                        

 

             

D. M. Cislo, Esq., Reg. No. 32,973     Date 

CA Bar No. 125378 

December 23, 1986 
    



Preparing & Filing 
a Trademark Application

02-22-2023
CG



TRADEMARK
A trademark includes any word, name, 

symbol, device, or any combination, used in 
commerce to identify and distinguish the 
goods of one manufacturer or seller from 

goods manufactured or sold by others, and to 
indicate the source of the goods. 

A service mark is the same as a trademark, 
except that it identifies and distinguishes the 

source of a service rather than a product. 
 

 

SERVICE MARK



PRELIMINARY 
TRADEMARK SCAN

FULL SEARCH, 
ANALYSIS, AND 

OPINION
         Before preparing a new trademark application, we 

commonly recommend a preliminary scan to determine the 
possible registrability of the mark for certain goods/services 

($600.00)

      The scan searches the federal and state trademark databases, 
and some international databases broadly, which includes the 

goods/services the client intends on using the mark for… 

        We note in our preliminary scan letter that since trademark 
rights arise upon first use, a trademark user who did not file for 
registration, or who let their registrations go abandoned, may 

still have common law rights to the marks. Due to this, we often 
suggest an extensive full trademark search, which includes 

common law usage with our detailed opinion letter…

($3,215-4,295)



1(A) - USE IN COMMERCE BASIS 

you are currently using your mark in commerce with your 
goods and/or services and have first use dates and specimen to 

show for it 

FILING BASIS

1(B) - INTENT TO USE

you have a bona fide intention to use your mark in commerce 
with your goods and/or services in the near future, but have 

not yet begun using your mark in commerce



-          The client will tell us what they are using/intend to use their mark for – goods to be sold or services to be provided, and we 
use our classification search tool to assign an international classification from 001-045

-          From the USPTO: All goods and services are “classified” or organized into broad categories of goods or services, as 
determined by international agreement. Each category of goods or services is assigned a number from 1 to 45, also known as an 
international class. There are many items listed in each class; however, goods and services are never in the same class.

o   001-034 = goods

o   035-045 = services

-          Classification/Trademark ID Manual: https://idm-tmng.uspto.gov/id-master-list-public.html

CLASSIFICATIONS

https://idm-tmng.uspto.gov/id-master-list-public.html


DRAFTING 
APPLICATIONS













Pre-Filing and Filing 
with the USPTO 



CHECKLIST BEFORE FILING

-          Signed application (ITU & Use Based)

-          Specimen (per class) (Use Based)

o   See last page of handouts for specimen recap

-          Payment from client (if requested in advance)



































Final steps…

Save all of the documents to TM
- Official USPTO Filing Receipt for New Use Based Trademark Application dated…
- Confirmation Filing Receipt for New Application dated…
- Fully Executed Use Based Trademark Application as filed 

Letter to Client regarding Filing Particulars
- Date filed
- Automated serial number 

FINAL STEPS…



SPECIMEN 
RECAP



Specimen for Trademarks
❏ Hang tags
❏ Labels
❏ Packaging
❏ The goods themselves
❏ Displays near the goods being offered for 

sale
❏ Social Media pages (use in a business 

fashion – goods offered for sale where 
the mark is used as a source indicator for 
the goods)

❏ Webpage displaying the mark 
sufficiently near the goods at their point 
of sale

❏ “Hang tag/label/packaging displaying the 
mark”

❏ “Photograph of the goods displaying the 
mark” (except for clothing and jewelry 
(unless there is secondary meaning)

❏ “Webpage displaying the mark sufficiently 
near the goods at their point of sale “



Specimen for Service Marks

❏ Flyers
❏ Advertisements
❏ Brochures
❏ Signage
❏ Social Media pages (use in a 

business fashion – services 
offered on the site)

❏ Webpages showing the mark 
used in association with the 
services

❏ “Flyers/advertisement/brochure/web page 
displaying the mark used in   association with 
the services”

❏ “Public sign displaying the mark used in 
association with services”

❏ “Screenshots of Twitter and Instagram pages 
displaying the mark used in association with the 
services being offered and as a source indicator”


	HANDOUT- Preparing and Filing a Trademark Application
	SLIDES - How to Prepare and File a Trademark Training Presentation (C&T)...



