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WHAT IS A PATENT? 

 
- A patent is a grant of protection for an invention.  

 

- It’s granted by the U.S. Patent and Trademark Office (USPTO) and has a term of 14 to 20 

years.  

 

o Design applications filed before May 13, 2015 have a term of 14 years and design 

applications filed on or after May 13, 2015 have a term of 15 years (USPTO can 

extend term).  

 

- Owning a patent gives you the right to stop someone else from making, using or selling 

your invention without your permission.  

 

- Provisional patent applications only provide filing date; they do not get examined.  

 

- Utility patent applications protect ideas, processes, systems, methods, etc.  

 

- Design patent applications protect ornamental designs of products. They cannot be linked 

to provisional patents.  
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WHAT ARE THE CRITERIA FOR GETTING A PATENT?  

 
➢ Patentable Subject Matter 

o Certain subject matters are not patentable such as laws of nature, physical 

phenomena, abstract ideas, mathematical algorithms, and mere printed matter.  
➢ Utility  

o The invention is useful, as opposed to purely artistic.  
➢ Novelty  

o There is no single reference describing every feature of your invention. 
➢ Non-obvious  

o Two or more references cannot be combined to come up with your invention. 
➢ Proper specification  

o A written description described sufficiently to enable a person of ordinary skill in 

the art to make and use the invention. 
o At least one claim. 

 

 

PARTS OF A PATENT APPLICATION 

 
➢ Cross-reference to related application  

o Has any application been filed by any of the inventors related to the subject matter 

of this application? List them here.  
➢ Technical field  

o What is the field of technology for this invention? 
▪ Ex. “this invention related to a support belt or stabilizing belt.” 

➢ Background  
o Describe the problem and why it’s important to solve that problem 

o Describe current solutions you are aware of in their shortcomings 

o Describe what solutions are still needed 

▪ Ex. “…for the foregoing reasons there is a need for an improved 

stabilizing belt that is versatile enough to be used across various activities, 

provide adequate lumbar support, is comfortable to wear, and easy to use 

for those requiring assistance for movement 
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PARTS OF A PATENT APPLICATION CONT… 
 

➢ Summary of the invention 

o In summary what is the invention and how does it work?  

o How does the invention solve the problem described in the background section?  

o What are the goals/objectives of the invention?  

o What are the advantages your invention has over the current solutions?  

▪ Ex. “The present invention is directed to a stabilizing belt that can be used 

for a variety of activities, provides adequate lumbar support, is 

comfortable to wear, and easy to use for those requiring assistance, such as 

medical assistance. One aspect of the present invention is to provide a 

stabilizing belt designed to provide adequate lumbar support yet provide 

flexibility for movement…” 

➢ Brief description of drawings 

o Ex. “figure one shows an exploded view of an embodiment of the present 

invention…” 

o Helpful views include:  

▪ perspective, top/bottom/plan, front/back, side/elevation, exploded, cross-

section 

➢ Detailed description of the invention 

o List each step of your invention. 

➢ Claims 

o Claims to find the boundaries of an invention 

o Broad but narrow 

o Claim drafting is one of the most important elements of the patent application 

o The claims are of the upmost importance both during prosecution and litigation 

alike 

o There are two basic types of claims:  

▪ The independent claims, which stand on their own.  

▪ The dependent claims, which depend on a single claim or on several 

claims 
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What is a Patent? 
 
A patent for an invention is the grant of an intellectual property right to the inventor, issued by 
the United States Patent and Trademark Office, to exclude others from making, using, or selling 
the invention throughout the United States without permission for a limited time in exchange 
for public disclosure of the invention.  
 
There are three types of patents: utility, design, and plant patents. Generally, the term of a new 
patent is 20 years from the date on which the application for the patent was filed in the United 
States or, in special cases, from the date an earlier related application was filed, subject to the 
payment of maintenance fees.  
 
U.S. patent grants are effective only within the United States, U.S. territories, and U.S. 
possessions. Under certain circumstances, patent term extensions or adjustments may be 
available. 
 

What are the minimum requirements for obtaining a patent? 
 

1. It must cover subject matter that Congress has defined as patentable. The USPTO 
defines patentable subject matter as any "new and useful" process, machine, 
manufacture or composition of matter.  
 
Machines or processes are patentable subject matter, but the laws of nature are not.  
 
You can patent a machine for sorting packages, but you can't get a patent for sunlight. 

 
2. The invention must have a "utility," or in other words, be useful.  

 
Note that this requirement is only for utility patents. 

 
3. The invention must be "novel," or new. 
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4. The invention must be "non-obvious," meaning its use or function can't be something 

that is simply the next logical step of an already patented invention.  
 
If you invent a new type of software, it must seem unique and innovative to a person 
who is an expert in computer software, not just to a lay person. 

 
5. The invention must not have been "disclosed" to the public prior to the application for 

the patent.  
 
If you've written an article describing the invention before you apply for the patent, the 
USPTO may deny the application because you've already disclosed the patent and 
therefore it's public knowledge. 

 
 
An invention may be an improvement upon an existing product; however, if it is an 
improvement, you may have to have the permission of the owner of the patent upon which you 
made the improvement to actually make and/or sell your product.  
  

If the nature of your business involves research, development and invention, it is a good 
idea to have all employees sign an agreement stating that anything invented while they 
are working for you is your property.  

 
However, in the absence of such an agreement, the courts look at the type of 
employment the employee has.  

 
If the employee is an engineer, someone who was hired to invent or who would 
invent in the course of his work, the patent most likely belongs to the company.  

 
If the employee is an independent contractor, in the absence of another 
agreement with respect to patents, he would likely own his invention. 

 
Other considerations the court would look at are if the employee created the invention 
while on the clock, if he used materials or equipment from the job to create the 
invention, or if he did it on his own time with his own materials. If you believe you may 
have an issue like this now or in the future, it is best to consult an attorney to have an 
agreement drafted that makes it clear that inventions devised at work are the 
company’s property. 
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Patent Timeline in the United States 

 
 

“I filed for a patent, and it hasn’t been issued yet, but I’ve made modifications to 
my invention that I’d like included. Can I make changes to an application that is in 

progress?” 
 

You can if examination has not yet begun, meaning you haven’t received any correspondence 
from the PTO, by filing a preliminary amendment. However, the date of priority will now be the 
date you file the preliminary amendment.  
 
If examination has begun, you can file a continuation, continuation-in-part or a new utility 
application to incorporate your changes or improvements. 
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Patent Infringement 
What is the doctrine of equivalents? 
 
It is an equitable remedy made by the courts that allows a patent holder to recover under the 
“spirit” of the patent.  
 
This means if a device, method or apparatus does substantially the same thing in substantially 
the same way, with substantially the same elements, the court may find that even though there 
is no literal infringement, that the spirit of the patent may infringe. 
 

 

 
 
 

Design Patents 
 
A design patent covers the ornamental aspects of a product. By definition, ornamental aspects 
must not be functional. For instance, if you have a chair with a colorful pattern on the seat, you 
could attempt to procure a design patent for the pattern, because it is decorative but does not 
affect the functionality of the chair as a place to sit.   
 
Design patents expire 14 years from the date of issue, except for a design patent issued from 
any applications filed on or after May 13, 2015. These design patents will expire in 15 years 
from the date of issuance.  
 
. . . 
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Utility Patent   
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FUN FACTS 
 
 
The word “patent” comes from Latin, meaning patere, which means "to lay open" (i.e., to make 
available for public inspection). 
 
The first patent was granted on July 31, 1790 to Samuel Hopkins for a method of producing 
potash (potassium carbonate used in fertilizer). President George Washington signed for this 
patent. 
 
On this day (September 7th) in 1948, patent no.: 2,448,908 was granted to Louis Parker for a Television 

Receiver. 

His “intercarrier sound system” is now used in all television receivers in the world. Without it, TV 

receivers would not work as well and would be more costly. 
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MULTIPLE CHOICE QUESTIONS 
 

1. How long do patents usually last for?  
A. 10 years 

B. 20 years 

C. 40 years 

D. 60 years 

2. The minimum requirements for obtaining a patent are that the invention must be: 
(Select all that apply) 

A. Novelty 
B. Creativeness 
C. Non-Obviousness 
D. Simplicity 
E. Usefulness 
F. All of the above 

3. A patent application is filed on 1 January 1999. The application is published 18 months 

later on 1 July 2000 and granted on 30 May 2001. The patent is valid until: 
A. May 30, 2021; 20 years from the grant date of the patent 

B. July 1, 2020; 20 years from the publication date of the application 

C. January 1, 2019; 20 years from the filing date of the application 

D. Some other date 

 

FILL IN THE BLANK QUESTIONS 
 

1. Patent rights are granted in exchange for ___________________.  
 

2. People who are employed to do research are often obligated by their employment 
contracts to assign inventions to ___________________. 
 

3. The procedure for granting patents, requirements placed on the patentee, and the 
extent of the exclusive rights vary widely between ___________________. 

 
4. A patent gives the right to  ___________________. 

 
5. Patents are enforced on the ___________________ level. 
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MULTIPLE CHOICE QUESTIONS 
 

1. How long do patents usually last for?  
A. 10 years 

B. 20 years 

C. 40 years 

D. 60 years 

2. The minimum requirements for obtaining a patent are that the invention must be: 
(Select all that apply) 

A. Novelty 
B. Creativeness 
C. Non-Obviousness 
D. Simplicity 
E. Usefulness 
F. All of the above 

3. A patent application is filed on 1 January 1999. The application is published 18 months 

later on 1 July 2000 and granted on 30 May 2001. The patent is valid until: 
A. May 30, 2021; 20 years from the grant date of the patent 

B. July 1, 2020; 20 years from the publication date of the application 

C. January 1, 2019; 20 years from the filing date of the application 

D. Some other date 

 

FILL IN THE BLANK QUESTIONS 
 

1. Patent rights are granted in exchange for ___________________.  
a. [An enabling of public disclosure of the invention] 

2. People who are employed to do research are often obligated by their employment 
contracts to assign inventions to ___________________. 

a. [Their employer] 
3. The procedure for granting patents, requirements placed on the patentee, and the 

extent of the exclusive rights vary widely between ___________________. 
a. [Countries, according to national laws & international agreements] 

4. A patent gives the right to  ___________________. 
a. [make, use, or sell an invention] 

5. Patents are enforced on the ___________________ level. 
a. [national] 



 
 

 

 

 

 

PROCUREMENT AND ENFORCEMENT  

OF INTELLECTUAL  PROPERTY  

 

 

 

C I S L O  &  T H O M A S  L L P  
Attorneys at Law  

 

 

 

PATENT,  TRADEMARK  

COPYR IGHT & RELATED MAT TERS  

   

 

C&T Staff Training 
09-07-2022 SN 

 

TRUE/FALSE QUESTIONS 
 

1. Utility patent applications protect chemical compounds only if there is use.  
 

2. Provisional patent applications do not get examined.  
 

3. Both design patent applications and utility patent applications are allowed to claim 
priority to provisional patent applications.  
 

4. U.S. patents never expire.  
 

5. If a design is protected with a design patent, it cannot be protected with a copyright.  
 

6. From 1790 to 1880, all patent applications were accompanied by working scale models.  
 

7. The polio vaccine is patented.  
 

8. Insulin is patented.  
 

9. There are three types of patents – utility, design, and plant. Plant patents may be 
granted to anyone who invents or discovers and asexually reproduces any distinct and 
new variety of plant.  
 

10. The three main criteria an invention must meet to be patentable is usefulness, novelty, 
and non-obvious.  
 

11. Michael Jackson, along with two other inventors, invented a device that enabled him to 
perform a move on stage where he appeared to defy gravity - patent numbered 
US5255452A and titled “Method and means for creating anti-gravity illusion”. 
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TRUE/FALSE QUESTIONS 
 

1. Utility patent applications protect chemical compounds only if there is use.  
- true 
2. Provisional patent applications do not get examined.  
- true, they are placeholders 
3. Both design patent applications and utility patent applications are allowed to claim 

priority to provisional patent applications.  
- false, only utility not design 
4. U.S. patents never expire.  
- false 
5. If a design is protected with a design patent, it cannot be protected with a copyright.  
- false 
6. From 1790 to 1880, all patent applications were accompanied by working scale 

models.  
- true 
7. The polio vaccine is patented.  
- false 
8. Insulin is patented.  
- false 
9. There are three types of patents – utility, design, and plant. Plant patents may be 

granted to anyone who invents or discovers and asexually reproduces any distinct and 
new variety of plant.  

- true 
10. The three main criteria an invention must meet to be patentable is usefulness, 

novelty, and non-obvious.  
- true 
11. Michael Jackson, along with two other inventors, invented a device that enabled him 

to perform a move on stage where he appeared to defy gravity - patent numbered 
US5255452A and titled “Method and means for creating anti-gravity illusion”. 

- true 
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WHAT IS A PATENT? 
 

- A patent is a grant of protection for an invention.  
 

- It’s granted by the U.S. Patent and Trademark Office (USPTO) and has a term of 14 to 20 
years.  
 

o Design applications filed before May 13, 2015 have a term of 14 years and design 
applications filed on or after May 13, 2015 have a term of 15 years (USPTO can 
extend term).  

 
- Owning a patent gives you the right to stop someone else from making, using or selling 

your invention without your permission.  
 

- Provisional patent applications only provide filing date; they do not get examined.  
 

- Utility patent applications protect ideas, processes, systems, methods, etc.  
 

- Design patent applications protect ornamental designs of products. They cannot be linked 
to provisional patents.  
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WHAT ARE THE CRITERIA FOR GETTING A PATENT?  
 

 Patentable Subject Matter 
o Certain subject matters are not patentable such as laws of nature, physical 

phenomena, abstract ideas, mathematical algorithms, and mere printed matter.  
 Utility  

o The invention is useful, as opposed to purely artistic.  
 Novelty  

o There is no single reference describing every feature of your invention. 
 Non-obvious  

o Two or more references cannot be combined to come up with your invention. 
 Proper specification  

o A written description described sufficiently to enable a person of ordinary skill in 
the art to make and use the invention. 

o At least one claim. 
 
 

PARTS OF A PATENT APPLICATION 
 

 Cross-reference to related application  
o Has any application been filed by any of the inventors related to the subject matter 

of this application? List them here.  
 Technical field  

o What is the field of technology for this invention? 
 Ex. “this invention related to a support belt or stabilizing belt.” 

 Background  
o Describe the problem and why it’s important to solve that problem 
o Describe current solutions you are aware of in their shortcomings 
o Describe what solutions are still needed 

 Ex. “…for the foregoing reasons there is a need for an improved 
stabilizing belt that is versatile enough to be used across various activities, 
provide adequate lumbar support, is comfortable to wear, and easy to use 
for those requiring assistance for movement 
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PARTS OF A PATENT APPLICATION CONT… 
 
 Summary of the invention 

o In summary what is the invention and how does it work?  
o How does the invention solve the problem described in the background section?  
o What are the goals/objectives of the invention?  
o What are the advantages your invention has over the current solutions?  

 Ex. “The present invention is directed to a stabilizing belt that can be used 
for a variety of activities, provides adequate lumbar support, is 
comfortable to wear, and easy to use for those requiring assistance, such as 
medical assistance. One aspect of the present invention is to provide a 
stabilizing belt designed to provide adequate lumbar support yet provide 
flexibility for movement…” 

 Brief description of drawings 
o Ex. “figure one shows an exploded view of an embodiment of the present 

invention…” 
o Helpful views include:  

 perspective, top/bottom/plan, front/back, side/elevation, exploded, cross-
section 

 Detailed description of the invention 
o List each step of your invention. 

 Claims 
o Claims to find the boundaries of an invention 
o Broad but narrow 
o Claim drafting is one of the most important elements of the patent application 
o The claims are of the upmost importance both during prosecution and litigation 

alike 
o There are two basic types of claims:  

 The independent claims, which stand on their own.  
 The dependent claims, which depend on a single claim or on several 

claims 
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What is a Patent? 
 
A patent for an invention is the grant of an intellectual property right to the inventor, issued by 
the United States Patent and Trademark Office, to exclude others from making, using, or selling 
the invention throughout the United States without permission for a limited time in exchange 
for public disclosure of the invention.  
 
There are three types of patents: utility, design, and plant patents. Generally, the term of a new 
patent is 20 years from the date on which the application for the patent was filed in the United 
States or, in special cases, from the date an earlier related application was filed, subject to the 
payment of maintenance fees.  
 
U.S. patent grants are effective only within the United States, U.S. territories, and U.S. 
possessions. Under certain circumstances, patent term extensions or adjustments may be 
available. 
 
What are the minimum requirements for obtaining a patent? 
 

1. It must cover subject matter that Congress has defined as patentable. The USPTO 
defines patentable subject matter as any "new and useful" process, machine, 
manufacture or composition of matter.  
 
Machines or processes are patentable subject matter, but the laws of nature are not.  
 
You can patent a machine for sorting packages, but you can't get a patent for sunlight. 

 
2. The invention must have a "utility," or in other words, be useful.  

 
Note that this requirement is only for utility patents. 

 
3. The invention must be "novel," or new. 
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4. The invention must be "non-obvious," meaning its use or function can't be something 

that is simply the next logical step of an already patented invention.  
 
If you invent a new type of software, it must seem unique and innovative to a person 
who is an expert in computer software, not just to a lay person. 

 
5. The invention must not have been "disclosed" to the public prior to the application for 

the patent.  
 
If you've written an article describing the invention before you apply for the patent, the 
USPTO may deny the application because you've already disclosed the patent and 
therefore it's public knowledge. 

 
 
An invention may be an improvement upon an existing product; however, if it is an 
improvement, you may have to have the permission of the owner of the patent upon which you 
made the improvement to actually make and/or sell your product.  
  

If the nature of your business involves research, development and invention, it is a good 
idea to have all employees sign an agreement stating that anything invented while they 
are working for you is your property.  
 
However, in the absence of such an agreement, the courts look at the type of 
employment the employee has.  
 

If the employee is an engineer, someone who was hired to invent or who would 
invent in the course of his work, the patent most likely belongs to the company.  

 
If the employee is an independent contractor, in the absence of another 
agreement with respect to patents, he would likely own his invention. 

 
Other considerations the court would look at are if the employee created the invention 
while on the clock, if he used materials or equipment from the job to create the 
invention, or if he did it on his own time with his own materials. If you believe you may 
have an issue like this now or in the future, it is best to consult an attorney to have an 
agreement drafted that makes it clear that inventions devised at work are the 
company’s property. 
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Patent Timeline in the United States 

 
 

“I filed for a patent, and it hasn’t been issued yet, but I’ve made modifications to 
my invention that I’d like included. Can I make changes to an application that is in 

progress?” 
 

You can if examination has not yet begun, meaning you haven’t received any correspondence 
from the PTO, by filing a preliminary amendment. However, the date of priority will now be the 
date you file the preliminary amendment.  
 
If examination has begun, you can file a continuation, continuation-in-part or a new utility 
application to incorporate your changes or improvements. 
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Patent Infringement 
What is the doctrine of equivalents? 
 
It is an equitable remedy made by the courts that allows a patent holder to recover under the 
“spirit” of the patent.  
 
This means if a device, method or apparatus does substantially the same thing in substantially 
the same way, with substantially the same elements, the court may find that even though there 
is no literal infringement, that the spirit of the patent may infringe. 
 

 

 
 
 
Design Patents 
 
A design patent covers the ornamental aspects of a product. By definition, ornamental aspects 
must not be functional. For instance, if you have a chair with a colorful pattern on the seat, you 
could attempt to procure a design patent for the pattern, because it is decorative but does not 
affect the functionality of the chair as a place to sit.   
 
Design patents expire 14 years from the date of issue, except for a design patent issued from 
any applications filed on or after May 13, 2015. These design patents will expire in 15 years 
from the date of issuance.  
 
. . . 
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Utility Patent   
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FUN FACTS 

 
 
The word “patent” comes from Latin, meaning patere, which means "to lay open" (i.e., to make 
available for public inspection). 
 
The first patent was granted on July 31, 1790 to Samuel Hopkins for a method of producing 
potash (potassium carbonate used in fertilizer). President George Washington signed for this 
patent. 
 
On this day (September 7th) in 1948, patent no.: 2,448,908 was granted to Louis Parker for a Television 
Receiver. 

His “intercarrier sound system” is now used in all television receivers in the world. Without it, TV 
receivers would not work as well and would be more costly. 
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MULTIPLE CHOICE QUESTIONS 
 

1. How long do patents usually last for?  
A. 10 years 
B. 20 years 
C. 40 years 
D. 60 years 

2. The minimum requirements for obtaining a patent are that the invention must be: 
(Select all that apply) 

A. Novelty 
B. Creativeness 
C. Non-Obviousness 
D. Simplicity 
E. Usefulness 
F. All of the above 

3. A patent application is filed on 1 January 1999. The application is published 18 months 
later on 1 July 2000 and granted on 30 May 2001. The patent is valid until: 

A. May 30, 2021; 20 years from the grant date of the patent 
B. July 1, 2020; 20 years from the publication date of the application 
C. January 1, 2019; 20 years from the filing date of the application 
D. Some other date 

 
FILL IN THE BLANK QUESTIONS 
 

1. Patent rights are granted in exchange for ___________________.  
a. [An enabling of public disclosure of the invention] 

2. People who are employed to do research are often obligated by their employment 
contracts to assign inventions to ___________________. 

a. [Their employer] 
3. The procedure for granting patents, requirements placed on the patentee, and the 

extent of the exclusive rights vary widely between ___________________. 
a. [Countries, according to national laws & international agreements] 

4. A patent gives the right to  ___________________. 
a. [make, use, or sell an invention] 

5. Patents are enforced on the ___________________ level. 
a. [national] 
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TRUE/FALSE QUESTIONS 
 

1. Utility patent applications protect chemical compounds only if there is use.  
- true 
2. Provisional patent applications do not get examined.  
- true, they are placeholders 
3. Both design patent applications and utility patent applications are allowed to claim 

priority to provisional patent applications.  
- false, only utility not design 
4. U.S. patents never expire.  
- false 
5. If a design is protected with a design patent, it cannot be protected with a copyright.  
- false 
6. From 1790 to 1880, all patent applications were accompanied by working scale 

models.  
- true 
7. The polio vaccine is patented.  
- false 
8. Insulin is patented.  
- false 
9. There are three types of patents – utility, design, and plant. Plant patents may be 

granted to anyone who invents or discovers and asexually reproduces any distinct and 
new variety of plant.  

- true 
10. The three main criteria an invention must meet to be patentable is usefulness, 

novelty, and non-obvious.  
- true 
11. Michael Jackson, along with two other inventors, invented a device that enabled him 

to perform a move on stage where he appeared to defy gravity - patent numbered 
US5255452A and titled “Method and means for creating anti-gravity illusion”. 

- true 
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